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Opi ni on by Bucher, Adm nistrative Trademark Judge:

On July 27, 1993, applicant filed an application to
regi ster on the Principal Register the service mark MONTANA
SERI ES for services, as anended, recited as “credit card
services featuring credit cards depicting scenes or subject
matter of, or relating to, the state of Mntana,”! in
I nternational C ass 36, based upon an allegation of

applicant’s bona fide intention to use the mark in interstate

! The anmendnent to allege use for the MONTANA SERI ES application
was filed on May 11, 1994, claimng use in comrerce as of July 1993,
with speci nens showi ng use of the mark on the front of an MBNA

Mast er Car d.
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commerce.? Then on Decenber 9, 1993, applicant filed an
application to register on the Principal Register the service
mar k PHI LADELPHI A CARD for services, as anmended, recited as
“credit card services featuring credit cards depicting scenes
or subject matter of, or relating to the city of Phil adel phia”
(with the word CARD di scl ai med apart fromthe mark as shown)
In International Cass 36, based upon applicant’s allegation
of its bona fide intention to use the mark in interstate
comerce.® This application continues as an intent-to-use

appl i cation.

2 Applicant’s earlier-filed application, DELAWARE SERI ES, nmatured
into Reg. No. 1,743,542, issuing on Decenber 29, 1992, (with
Sections 8 & 15 affidavits having been accepted and acknow edged
respectively), and applicant’s conpani on application, KENTUCKY
SERIES, natured into Reg. No. 1,928,952, issuing on Cctober 24,
1995. Still pending, awaiting the outcone of the MONTANA SERI ES
appeal, are applications for the foll owi ng STATE NAMES i nmedi ately
preceding the word SERIES: ALABAMA, ARKANSAS, ARl ZONA, COLORADO
CONNECTI CUT, FLORI DA, GEOCRG A, HAWAI T, 1 DAHO I|LLINOS, | ND ANA,

| OM, KANSAS, LQUI SI ANA, MASSACHUSETTS, M CHI GAN, M SSI SSI PPI,

M SSOURI, NEBRASKA, NEVADA, NEW HAMPSHI RE, NEW JERSEY, NEW MEXI CO,
NEW YORK, NORTH DAKOTA, MAI NE, MARYLAND, M NNESOTA, NORTH CAROLI NA,
OH O OKLAHOVA, COREGON, PENNSYLVANI A, RHODE | SLAND, SCOUTH CARCLI NA,
SOQUTH DAKOTA, TENNESSEE, TEXAS, UTAH, VERMONT, VIRA NI A, WEST

VIRA NI A, WASH NGTON and W SCONSIN, as well as one having a REG ON
NAME preceding the word SERIES: NEWENG.AND SERIES. Al of these
applications involve service marks for credit card services.

3 Applicant’s conpani on application, THE NEW ENG.AND WATERS CARD
matured into Reg. No. 1,939,038, issuing on Novenber 28, 1995.

Still pending, awaiting the outcone of the PH LADELPH A CARD appeal
are applications for the followng CTY NAMES i medi ately precedi ng
the word CARD: ATLANTIC CITY, BALTIMORE, BA SE, Cl NCI NNATI,
CLEVELAND, COLUMBUS, DENVER, DES MO NES, DETRA T, | NDI ANAPCLI S,
KANSAS CI TY, LAS VEGAS, LITTLE ROCK, LQUI SVILLE, MEMPH S,

M NNEAPCLI S, NEW CORLEANS, NEW YORK, OVAHA, PI TTSBURGH, PORTLAND, ST.
LOU'S, SAN DI EGO, SAN FRANCI SCO, SEATTLE, and THE WASHI NGTON DC
CARD, as well as a card carrying one of Chicago’ s nick-nanmes (W NDY
Cl TY CARD) and geographi cal |ocations followed by the words

“HERI TAGE CARD,” such as PORTSMOUTH HERI TAGE CARD and CAPE CCOD

-2 -



Serial Nos. 74/ 417,538 and 74/ 472, 908

The currently assigned Trademark Exam ning Attorney has
made final the Ofice’'s refusal to registration in both
applications under Section 2(e)(1l) of the Trademark Act, 15
U S.C 81052(e)(1), on the basis that the marks MONTANA SERI ES
and PHI LADELPH A CARD, when applied to the recited services of
applicant, are nerely descriptive of them

The prosecution of these two applications has been
protracted as each application has been handl ed by a series of
Trademar k Exam ni ng Attorneys, the grounds for refusal have
been changed several tinmes, and each application has been the
subject of an earlier remand fromthe Board for further
consideration by the Tradenmark Exam ning Attorney. Although
the record in each of these cases is volum nous, nuch of each
record is directed toward statutory grounds that have since
been wi t hdrawn.*

Applicant has appeal ed. Both applicant and the Trademark
Exam ning Attorney have fully briefed these consolidated
cases, and at applicant’s request, an oral hearing was held
bef ore the Board.

W affirmthe refusals to register.

HERI TAGE CARD. All of these applications involve service marks for
credit card servi ces.

4 These wi t hdrawn grounds included at various tinmes potenti al
citations against the marks for |ikelihood of confusion, as well as
i ssues involving the geographically descriptive and geographically
m sdescriptive provisions of the Lanham Act.

- 3 -
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|. Affinity Credit Cards

Applicant, MBNA Anerica Bank (“MBNA"), is the world’s
| argest independent credit card issuer, with special enphasis
on its Gold MasterCard product. It has al so pioneered
“affinity” marketing — usually a partnership between a
bankcard i ssuer and a non-profit, social or lifestyle
associ ation.®> MBNA understands that people are proud of their
vol untary associ ations, whether it be professional or
educati onal organizations, special causes, sports
organi zations, or in the instant case, regional affiliations.
In its successful fight for consuners’ wallets, applicant ains
for their hearts with credit cards that nmake these enotiona
connections with consuners. Many of these affinity card
arrangenents al so provide financial rewards to the group or
associ ation. For exanple, each tine that the consunmer uses
her MBNA AMERI CA MADD MasterCard credit card, the bank w |l
automatically donate a portion of each retail transaction to
Mot hers Agai nst Drunk Driving (MADD) for its advocacy

prograns. G ven the attendant benefits for such

5 “MBNA brings Branch Here,” Atlanta Busi ness Chronicle, Decenber
2, 1991; “MBNA's New Cards take cardhol ders down hi ghways and
byways,” Credit Card News, Decenber 15, 1992; “Affinity King MBNA
Anerican Bank is taking cardholders on a figurative tour of the
Mdwest with its latest affinity card entry,” Cardfax, Decenber 7,
1992. -
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organi zati ons, applicant has the endorsenent of nore than five
t housand such entities.®

Going well beyond sports teans, universities, w ne
connoi sseurs, bird |lovers, national associations, Star Trek
fans, or Harl ey Davidson notorcycle enthusiasts, applicant has
also initiated a line of affinity cards named after the fifty
states, large netropolitan areas,’” geographical regions of the
country, historic districts and even several prom nent
wat ersheds within the United States. Although the Trademark
Exam ning Attorney has submitted evidence that, at least with
applicant’s earlier Delaware Series MasterCard program
applicant prom sed to make financial contributions to its hone

state tied to each transaction,® there is no indication in this

6 Thr oughout these files, along with the literature in the record

detailing the operation of various affinity cards, the record shows
that applicant al so pronotes “co-branded” cards — resulting froma
partnershi p between a bankcard issuer and a conmercial partner. The
cardhol ders usi ng co-branded cards may get prizes, freebies or

di scounts on co-branded products for earning points by charging
purchases on the card. Co-brandi ng makes use of the brand strength
of both partners, and is based on the logic that if a custoner is

| oyal to one brand, he/she will want to purchase the other.
Additional ly, each co-branded partner gets access to a database of
custoners of a simlar denographic profile.

! “MNBA pushes city pride credit cards,” Bank Letter, April 12,
1993.
8 “Now, to honor Del aware and the people who Iive here, MBNA has

created an exclusive credit card programto benefit our honme state —
and yours. And in recognition of Del awareans’ strong conmunity
spirit, these cards offer you a unique opportunity to help your

nei ghbors at no additional cost. MNA will nmake a contribution to

t he Del aware Conmunity Foundati on every tinme you use your Del aware
Series MasterCard or Gold MasterCard to make a purchase.”” MBNA flyer
attached to Ofice Action of Novenber 22, 1994.

- 5 -
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record that entities in Montana or Phil adel phia, for exanple,
will be simlarly designated.

1. Summarizing the positions of applicant and the

Trademar k Exam ni ng Attorney
The Trademark Exami ning Attorney contends that the marks

MONTANA SERI ES and PHI LADELPHI A CARD nerely describe “the nost
not abl e and visible feature of the applicant’s credit card
services, that is, the credit card itself.” (Trademark
Exam ning Attorney’s appeal brief, p. 5).° He points to the
| atest, detailed recitations of services, which specifically

indicate that the trade dress of each of the cards depicts a

° The service nmarks at issue do appear in each case to describe
in sonme way the trade dress of the corresponding credit card. In
support of his position that this is critical, the Trademark

Exam ning Attorney points to the case where the Southern District of
New York found “GOLD CARD' to be generic for credit card services
based upon the fact that the card itself was gold in color. See
Anerican Express Co. v. MasterCard International Inc., 685 F. Supp
75, 7 USPQ2d 1829 (S.D.N. Y. 1988). Applicant distinguishes this
case by pointing out that the Court found that Anerican Express,
Mast er Card and nmany of their conpetitors “used the color gold to
indicate a premumlevel of financial credit that was available to a
sel ect group of custoners” (Applicant’s reply brief, p. 3), and
that, therefore, the termreferred to much nore than just the
background color of the credit card itself. |In a later decision
giving preclusive effect to the Court’s earlier judgnent, this Board
appeared to recogni ze the fact that “gold card” represented nore

than sinply the color of the card itself (e.g., premumlevel of
credit available to a selected custonmers). See MasterCard
International, Inc. v. Anmerican Express Co., 14 USPQ2d 1551 (TTAB
1990). Furthernmore, we note fromthe current records, consistent
with applicant’s contentions, that the credit terns, payment

options, etc., for any individually-named card product or collection
of card products seemto be in no way tied to the differing thenes
of the regional affinity cards issued by applicant. Accordingly, we
do not find Arerican Express Co. v. MasterCard International, supra,
to be dispositive of the question before us.

-6 -
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scene relating to the place naned. The Tradenmark Exam ning
Attorney argues that in light of applicant’s adoption of these
particul ar regi onal designations and its subsequent narketing
prograns, the regional |abels aptly describe a significant
feature of the trade dress of the respective credit cards, and
that hence, they should be deened descriptive of the
underlying credit card services.

In his briefs and at oral argunent, the Trademark
Exam ning Attorney placed a great deal of enphasis on the
manner in which applicant’s regional affinity marketing
programis structured. The Trademark Exam ning Attorney
argued that applicant is unabashed in the way it entices
consunmers to sign up for its cards by adopting trade dress on
the front of the credit card that is designed to appeal to an
I ndi vidual, regional affiliation with which consuners m ght
want publicly to identify. The Trademark Exam ning Attorney
argued that regional anbiance — i.e., the scenes depicted on
the pronotional materials and then integrated into the trade
dress of the credit cards as issued -- is a primary reason for
the consuner’s selection of a particular card. Then, each
time the consunmer uses the credit card for a financial
transaction, the use of the card again brings all of these

regi onal inages to mnd
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Applicant appears to agree with the Trademark Exam ni ng
Attorney’s position on the follow ng point: the conbination
of the background designs and the correspondi ng service narks
maki ng up the trade dress on the credit cards will often be
the notivating factor for the consuner in choosing a specific
credit card service. However, while the Trademark Exam ning
Attorney contends that we nust consider applicant’s marketing
strategies as they relate to the ultimte consuner’s desire to
use a particular card, applicant argues that the reason why a
particul ar targeted consuner chooses the MONTANA SERI ES credit
card services is totally irrelevant to our determ nation
herein of nere descriptiveness.

Mor eover, applicant argues that the Trademark Exam ning
Attorney has confused its credit card services with the
“advertising materials, credit cards, and/or other materials
on which Applicant’s mark nmay be displayed.” (applicant’s
reply brief, p. 1). Applicant argues that there is no support
in the record or in trademark |aw for the contention of the
Trademark Examining Attorney that the details of its affinity
mar keti ng program conbined with the display of scenes from
Mont ana on the front of the credit card itself, render the
mar K MONTANA SERI ES nerely descriptive for the associ ated
credit card services. |In this vein, applicant argues

strenuously that even if one decides that these marks may be

- 8 -
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nerely descriptive of the designs on the cards, these marks
are not nerely descriptive of the underlying credit card
servi ces.

Finally, applicant argues that the record is devoid of
any direct evidence that consuners view MONTANA SERI ES or
PHI LADELPHI A CARD as being nerely descriptive of credit card
services. Rather, applicant argues that in applying the
precedents of this Board and our principal review ng court, we
cannot conclude that these marks wll imrediately convey to
consuners pertinent information regarding any significant
characteristic or feature of applicant’s credit card services.
Accordingly, as we turn to discuss the test for
descriptiveness, we note our agreenent with applicant and with
the Trademark Exami ning Attorney on this critical question:
how do (or how will) prospective custoners perceive these

asserted narks?

[11. The Conti nuum of Distinctiveness

The test for determning whether a mark is nerely
descriptive is whether the mark i medi ately conveys
i nformati on concerning a quality, characteristic, function,
i ngredient, attribute or feature of the product or service in
connection with which it is used or is intended to be used.

See In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215
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(CCPA 1978); and In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB

1979). Accordingly, this case reflects sharp di sagreenent
bet ween applicant and the O fice about where on the spectrum
of distinctiveness these marks should be placed.

Appl i cant has taken the position throughout the
prosecution of these applications that nenbers of the public
are likely to associate imrediately a uni que source with the
speci fic geographical thenes that applicant has chosen. * In
fact, applicant goes so far as to contend that these terns,
whi |l e admittedly containing geographical terns, are “wholly
arbitrary” and, hence, inherently distinctive as applied to
its credit card services — anal ogi zing repeatedly to the nmark
APPLE for conputers. Wthout question, APPLE for conputers is
an arbitrary desi gnation. However, as noted below, we find
applicant’s anal ogy to APPLE conputers to be unpersuasive, and

of little assistance in reaching our determ nation herein.

10 As has often been noted by our principal reviewng court,

pl acement of a termon the fanciful/arbitrary-suggestive-
descriptive-generic continuumis a question of fact. In re Merrill
Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567, 1570, 4 USPQd
1141, 1143 (Fed. Gr. 1987).

1 At first blush, one might well conclude that these place nanes,
appearing as they do with non-proprietary images of well-known

| andmarks on the trade dress of credit cards, would not be seen as

i nherently distinctive service marks. One m ght anal ogi ze to the
ornanmentation of T-shirts, where pictures, insignia, slogans or even
pl ace nanes nmay be enbl azoned across the front of the shirt. See In
re Astro-Gods Inc., 223 USPQ 621 (TTAB 1984). Simlarly, in the
context of these credit cards, some may question whether these

regi onal designations are actually being used as service marks.
However, because that issue is not before us, we decline any further
pursuit of this question

- 10 -
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|V. Determining what is “nerely descriptive”

By contrast with the adoption and use of the term APPLE
as applied to conputers, the record in the instant case shows
that the affinity |abels applicant has adopted herein are
clearly not arbitrary. Each of the marks sought to be
regi stered identifies the region where the majority of
prospective users will likely reside, and each affinity mark
descri bes rather precisely the respective trade dress of that
nanmed card or series of cards.

If a given source identifier is inherently distinctive
(e.g., APPLE for computers), the basic objective underlying
trademark law is the imedi ate protection of that nerchant’s
or manufacturer’s trade identity and the protection of the
public from confusion created by those who woul d encroach upon
a unique identity that the public is comng to associate with
another. In registering such a term the Ofice creates no
di sadvantage for conpetitors, as others clearly do not need to
use an inherently distinctive term adopted by a conpetitor.
An arbitrary designation is val uable because as an
i nformati onal device, it boldly announces where the service
originates (or answers the buyer’s question “who are you?”).
However, imredi ately upon adoption, it is an enpty vessel in

terns of its ability to convey informati on about the services.



Serial Nos. 74/ 417,538 and 74/ 472, 908

On the other end of the spectrum of distinctiveness, a
generic designation answers the question “what are you?” and
should remain freely available to all conpetitors in any given
field to refer to their products or services. In re Boston

Beer Co. L.P., 198 F.3d 1370, 53 USPQ2d 1056 (Fed G r. 1999)

[ THE BEST BEER I N AMERI CA for beer and ale]. Continuing our
anal ogy, a generic termis a vessel chock full of information
about a characteristic or feature of the services.

I n between these contrasting results, the nuances of
nerely descriptive matter require a bal ancing of informational
advant age and conpetitive di sadvantage that conports with how
t he public perceives and uses these designations over tineg,
and in a manner that is totally consistent with accepted
busi ness practices in a particular industry or market sector.

Lest it be forgotten, descriptive terns are regarded as
words in the “public domain” in that conpetitors should be
free to use these terns to describe their own brands of the

same products or services. See Mnnesota M ning and

Manuf acturing Co. v. Johnson and Johnson, 454 F.2d 1179, 172

USPQ 491 (CCPA 1972). In such cases, accordingly, one
enterprise cannot, by nere adoption, obtain an exclusive right
to prevent others fromusing the sane descriptive term Such
excl usive appropriation by a single party unfairly inhibits

conpetition by others in the involved industry.

- 12 -



Serial Nos. 74/ 417,538 and 74/ 472, 908

In the instant case, each regional designation is packed
with informational content prior to its adoption as a source-
I ndicator. Unlike the word APPLE arbitrarily applied to
conmput ers, MONTANA SERI ES or PHI LADELPHI A CARD i s not an enpty
vessel upon adoption for affinity credit card services — it
begins as a partially full vessel. Ganted, before applicant
uses these designations as service marks in connection with
credit card services, these regional |abels belong to an
anor phous community of interest, not being tied to any
particul ar source. However, upon adopting MONTANA SERI ES (or
PH LADELPHI A CARD), applicant is attenpting to tap into the
preexi sting val ue of regional designations, transformng a
congeni al public synbol to its own informational advantage.

At the precise nonent that an applicant adopts this type of
termfor its credit card services, however, a regiona

desi gnation cannot |ogically be associated with one
entrepreneur. 2 Rather, black letter trademark | aw stands for
the proposition that rights in such terns should only be
recogni zed with respect to a user who has created acquired

di stinctiveness through consuner recognition of the terns.®

12 Provided this is correct, it is hard to understand applicant’s

contention that nmenbers of the public will associate imedi ately a
uni que source (nanely MBNA) with the specific geographical thenes

t hat applicant has chosen

13 Wiile we find in this decision that MONTANA SERIES, for
exanple, readily infornms a prospective purchaser as to a significant
feature of the corresponding affinity credit card service, we al so

- 13 -
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In the present case, applicant has not pursued registration
under Section 2(f) of the Act, but rather clains that the
mar ks are inherently distinctive.

We focus, as we nust in making a determ nation under
Section 2(e)(1), on applicant’s recitals of services in these
two applications. Each recital herein makes it clear that
applicant’s services feature credit cards “depicting scenes of
subject matter of, or relating to, the state of Montana (or
city of Philadel phia).” Thus, MONTANA (or PHI LADELPHI A)

i mmedi atel y conveys information about the conmunity of

I ntended users to whom these particul ar services are
directed.* Al of its regional designations, such as MONTANA
SERI ES or PHI LADELPHI A CARD, are displayed promnently on
applicant’s pronotional materials. Accordingly, we find that
even if the credit card itself had only the name MONTANA
SERIES (i.e., absent the graphic trade dress), this termwould
still be merely descriptive of these credit card services.

However, consistent with industry practices as it relates

to affinity and co-branded credit cards, the trade dress

have no doubt but that after a period of substantially exclusive and
conti nuous use by MBNA Anerica, the prospective consuner who becones
a long-termdebtor/card holder will cone to understand that this
desi gnation does indeed identify a service provided by a single

sour ce.

14 See In re Hunter Publishing, 204 USPQ 957 (TTAB 1979) (JOBBER
AND WAREHOUSE EXECUTI VE); and In re Canel Manufacturing Co., 222
USPQ 1031 (TTAB 1984) ( MOUNTAI N CAMPER) .

- 14 -
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stands as strong reinforcenment of the respective regional
thenmes. That is, the trade dress of the actual credit card
contai ns scenes of Montana (or Phil adel phia). Hence, inasmuch
as MONTANA SERIES identifies the community of intended users
of these particular services, as well as the anbiance of the
trade dress of the plastic credit card itself, we concl ude

t hat MONTANA SERI ES descri bes a significant feature or
characteristic of these affinity credit card services.

We find unpersuasive the distinction that applicant tries
to make between its marketing program advertising materials,
and the trade dress of its credit card, on the one hand, and
the underlying credit card services offered under the
correspondi ng regional |abel, on the other hand.

After all, applicant’s services involved herein are
essentially “regional affinity” credit card services. The
appeal to regional pride and loyalties is a nost significant
feature of the way in which applicant nmarkets the rel evant
credit card services. A potential purchaser living on a ranch
outside Mssoula nmay desire a credit card issued by MBNA that
I's enbl azoned with the term MONTANA SERI ES and acconpanyi ng
I mages of Montana precisely because of his affinity for the
state of Montana. On the other hand, unless the resident of
Phi | adel phia is into nmountain clinbing, skiing or fly-fishing,

she is nore |likely to choose the PH LADELPH A CARD. In our

- 15 -
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hypot heti cal, irrespective of which card proves to be

comerci ally successful by producing the stronger affinity
(i.e., which one “notivates” her to become a card hol der), *°
each designation immediately and forthwith conveys information
as to a significant feature or characteristic of that
particular credit card service.

As the Trademark Exam ning Attorney points out,
applicant’s entire marketing programis based upon the fact
that applicant is taking advantage of the value of regiona
affinities, and that this association or alliance is a primary
reason for the consunmer’s selection of a particular card.

Then, what could be a nore apt way to informa consuner about
t he regi onal association than the exact geographi cal
designati on? And what better way to reinforce this

associ ation than having the trade dress on the credit card
itself bearing public icons of the place named?

These regional designations are used, or are intended to
be used, in solicitations and advertisenments to prospective
credit card custoners. After the card is issued, the credit
card is the nost prom nent and enduring physical enbodi nent of
applicant’s services. The regional designation is used fairly
prom nently on the trade dress of the card as issued to the

card hol der/debtor. For exanple, the credit card specinens

15 See “purchaser notivation” discussion infra at pp. 18 to 21.
- 16 -
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filed with the amendnent to allege use in the MONTANA SERI ES
application depict a stereotypical Mntana scene having
grasslands in the foreground, a fence stretching across the

m ddl e of the picture, with an inposing G and Teton-I|ike
nmountai n peak in the background that fades into the big sky of

the Anmerican West:

Moreover, it appears fromthe record, that the regi ona
designation would be used fairly promnently in some formon a
nmonthly billing statenent. The involved terns are used in a
manner that is descriptive of a desirable and significant
feature of the credit card. Hence, it is not a leap to find
that these respective ternms al so describe a significant
feature of the underlying credit card services (i.e., the
cachet associated with a particular type of card by which the

user gets entree to a variety of services). To the extent
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that the phrase “MONTANA SERI ES’ plainly describes a group of
credit cards bearing i mages fromthe state of Montana, this
termal so nerely describes a significant feature of
applicant's associ ated servi ces.

In order for us to find that these service marks do
i ndeed i mmedi ately convey informati on concerning a significant
feature or characteristic of applicant’s regional affinity
credit card services, it is certainly not necessary that it
describe all of its features or characteristics.® 1In a recent
Board deci sion, the term EGYPT was found to be nerely
descriptive as applied to anusenent park services based upon
publ i c perceptions of the service mark, even though sone
aspects of the services (e.g., the foods and the souvenirs)

had nothing to do with the country of Egypt. See In re Busch

Entertai nnent Corp., 60 USPQ2d 1130 (TTAB 2001).

V. Cdarifying “purchaser notivation”
Inits brief and again at the oral hearing, applicant
criticized the Trademark Exam ning Attorney for basing his
argunent on the fact that a custonmer wanting to identify with

a regional designation may seek out a particular card.

16 In fact, as noted earlier (footnote 9) and again in the

di ssent, the credit terns, paynment options, etc., for any

i ndi vi dual | y-naned card product or collection of card products seem
to be in no way tied to the differing themes of the regiona
affinity cards issued by applicant.

- 18 -
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Applicant contends that this line of argunent is inappropriate
because it relies upon a discredited theory of “purchaser
notivation.” However, we consider applicant’s allegation of
the Ofice s unwarranted reliance on “purchaser notivation” to
be a straw man that applicant itself has erected. The
Trademar k Exami ning Attorney’s discussion of applicant’s
regional affinity-marketing prograns should not be confused

Wi th prohibited “purchaser notivation” in finding a termto be
generic (e.qg., failing to protect the val uable property rights
of the owner of the MONOPOLY tradenmark because | arge groups of
consumers nerely wanted to play the famliar real estate board
gane) .

Refusing registration nerely because an aspect of the
goods or services is “an inportant ingredient in the
commer ci al success of the product” would be at odds with | ega
precedent,® including that of our primary review ng court.

See In re Penthouse International Ltd., 565 F.2d 679, 682-83,

195 USPQ 698, 700-01 (CCPA 1977). In an oft-quoted concurring
deci sion, the |ate Judge N es warned that we nust avoid “ ...an
esoteric and extraneous inquiry focusing on what notivates the

purchasing public to buy particular goods....” See In re DC

1 See lves Laboratories v. Darby Drug Co., 601 F.2d 631, 643, 202
USPQ 548, 557 (2™ Gr. 1979) (quoting Pagliero v. Willace China Co.
198 F.2d 339, 343, 95 USPQ 45, 48 (9'" Gr. 1962)); Truck Equi pnent
Service Co. v. Fruehauf Corp., 536 F.2d 1210, 1217-18, 191 USPQ 79,
85-86 (8" Gir. 1976), cert. denied, 429 U S. 861
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Comics, Inc., 689 F.2d 1042, 215 USPQ 394, 404 (CCPA 1982), J.

Ni es, concurring [Draw ngs of Supernman, Batman, and Joker as
trademarks for toy dolls].®

I n di scussing purchaser notivation during oral argunents,
applicant cited to the anendnent to the Lanham Act in the wake

of the Ninth Grcuit’s often derided Anti-Mnopoly decision.?

18 Inre DC Conmics, Inc., J. Nies, concurring, supra, at 404-405:
“ ...The reason the public is notivated to buy the product,
whet her because of quality, particular features, source,
pl easi ng design, association with other goods, price,
durability, taste, or prestige of ownership, is of concern to
mar ket researchers but is legally immterial to the issue of
whet her a particul ar designation is generic. Thus, the board's
reliance on its conclusion that purchasers want appellant's
dolls *and would sinply not be satisfied” with any others is
m splaced. This rationale ignores the reality that the primry
obj ective of purchasers is to obtain particular goods, not to
seek out particular sources or producers, as such. Mtivation
does not change a descriptive termwhich has acquired
di stinctiveness or any arbitrary word, name, synbol or device
into a generic designation. The correct inquiry is whether the
public no | onger associates what was a trademark w th that
singl e source.

Simlarly, that purchasers call for a particular product by the
name given it by its producer or source does not negate its

function as a mark. Such a given nanme is a proper nane, |ike
t he nane of an individual, not a generic name, so |long as the
public uses it to identify a product of a single source. It is

the normal way the public uses a mark which is applied by a
manuf acturer or a merchant to a particular product, and, as

i ndi cated, trademark concepts do not require the condemati on
of normal commercial |anguage. Trademark | aw nerely condems
the use of that |anguage in a way whi ch deprives purchasers of
their expectati ons and deprives busi nesses of the goodw ||

whi ch they have built up by providing satisfactory goods and
services. For the same reason, that a trademark is well known
does not make it a "common" descriptive nane. "Comon," |ike
"generic," states a conclusion that the clainmed mark is, or has
becone, part of the vernacular, that it is indefinite, and does
not function as a proper nane of a particular producer's goods

19 See Anti - Monopoly Inc. v. General MIls Fun Goup Inc., 684
F.2d 1326, 216 USPQ 588 (9'" Gir. 1982), cert. denied, 103 S.Ct. 1234
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However, on this entire record, we do not believe that the
Ofice has premsed its refusal to register on the theory of
purchaser notivation.?® Hence, we find ourselves in agreenent
wi th applicant that purchaser notivation, as that concept was

enpl oyed in Anti-Mnopoly and Section 14 of the Lanham Act, as

anended, # plays no part in the test herein for nere

descri ptiveness.

Deci sion: Having found that these respective terns do
I ndeed describe significant characteristics or features of the
recited credit card services, the refusals to register are

af firned.

- 00o0 -

(1983) [ MONCPQLY for popular real estate board game was hel d generic

as no special test was applicable to “uni que” goods situations, and

consumer notivation of product over source (as neasured by surveys)

was critical, rather than overall consumer understandi ng].

20 However, even if that were the gravanmen of the Tradenark

Exam ning Attorney’s argunent, it would be msdirected in the

i nstant case, as Section 14 of the Trademark Act applies only to

regi stered marks, and the focus there is on matter that is allegedly

generic (not merely descriptive).

21 See Section 14(3) of The Trademark Act of 1946 as Anended, 15

U S C 81064(3), Nov. 8, 1984, 98 Stat. 3335]:
“ ...Aregistered mark shall not be deened to be the generic
name of goods or services solely because such mark is al so used
as a nane of or to identify a unique product or service. The
primary significance of the registered mark to the rel evant
public rather than purchaser notivation shall be the test for
det erm ni ng whet her the registered mark has becone the generic
nane of goods or services on or in connection with which it has
been used.”
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Cissel, Administrative Trademark Judge:

| respectful ly dissent.

The majority states that “[t]he involved terns are used
in a manner that is descriptive of a desirable and significant
feature of the credit card,” and that “[h]ence, it is not a
|l eap to find that these respective terns al so describe a
significant feature of the underlying credit card services
(i.e., the cachet associated with a particular type of card by
whi ch the user gets entrée to a variety of services.)”

Al t hough | would not characterize the mpgjority’s finding
as a “leap” (and | amnot sure what “cachet” has to do with
any of this), fromny perspective, getting fromthe concl usion
that these terns are nerely descriptive of the scenes depicted
on the credit cards to the holding that the terns are nerely
descriptive of the financial services rendered by neans of the
cards requires a step which is neither | ogical nor justified
under the Lanham Act or the case law interpreting it. |In the
sanme sense, | cannot agree with the npjority that the terns
“MONTANA SERI ES” and “PHI LADELPHI A CARD,” by t hensel ves,
notw t hstandi ng the fact that they nane the places pictured on
the cards, describe applicant’s financial services just
because they nane places for which prospective custoners of

applicant’s services have affinity.
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As noted by the majority (and as applicant concedes), the
service marks in issue in each case do appear to describe the
trade dress of the credit cards. In support of his argunent
that this is a critical fact, the Exam ning Attorney points to
the case where “GOLD CARD’ was held to be generic for credit
card services based upon the fact that the card itself was

gold in color. See Anerican Express Co. v. MasterCard

International Inc., 685 F. Supp. 75, 70 USPQ2d 1829 (S.D.N.Y.

1988). Applicant distinguishes this case by pointing out that
the court found that American Express, MasterCard and many of
their conpetitors “used the color gold to indicate a prem um
| evel of financial credit that was available to a sel ect group
of custoners,” (applicant’s reply brief, p. 3), and that
because of this fact, the termindi cated much nore than just
the color of the credit card itself. |In a later decision
giving preclusive effect to the court’s earlier judgnent, the
Trademark Trial and Appeal Board recognized the fact that the
term“gold card” identified nore than sinply the col or of the
card itself; it signified the premiuml|evel of credit

available to a selected group of custonmers. See MasterCard

International, Inc. v. Anerican Express Co., 14 USPQ2d 1551

(TTAB 1990).
In this connection, we note fromthe records in the

I nstant appeals that, consistent with applicant’s contentions,
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the credit ternms, paynment options, and so forth for any of
applicant’s individually-naned credit card services do not
appear to be in any way tied to the differing thenes presented
on applicant’s affinity cards, so the decision on the
registrability of the mark “GOLD CARD’ is not anal ogous.

In conclusion, | note that to the extent that we were to
have any doubt as to whether applicant’s marks are nerely
descriptive of the services specified in these applications,
such doubt woul d necessarily be resolved in favor of the

applicant. In re Bliss & Laughlin Industries, Inc., 198 USPQ

128 (TTAB 1978). Upon publication of applicant’s marks, any
entity that believes it would be damaged by the registration
of these marks woul d have the opportunity to oppose

registration. See In re Merrill Lynch, Pierce, Fenner and

Smth Inc., 828 F.2d 1567, 4 USPQ@2d 1141 (Fed. Cir. 1987); In

re Rank Organi zation Ltd., 222 USPQ 324, 326 (TTAB 1984); and

In re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972).

In summary, contrary to my coll eagues, | cannot concl ude
t hat because the marks here sought to be regi stered describe
features or characteristics of the particular cards on which
they are used (or are intended to be used), these marks are
al so nerely descriptive of the services set forth in the
applications. In a simlar sense, | cannot conclude that

because “[e]ach of the marks sought to be registered
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identifies the region where the majority of prospective users
will likely reside,” it “inmediately conveys information about
the community of intended users to whomthese particul ar
services are directed.” | find no basis in these records for
specul ation regarding the |ikely residency of prospective
users of cards bearing either of these two designations.
Mor eover, when we determne the registrability of these marks
in view of the established | egal authority regarding Section
2(e) (1) of the Lanham Act, making the connection between
nam ng a place and picturing it on a credit card, on the one
hand, and concluding that the name is nerely descriptive of
the financial services with which the card is used, on the
ot her hand, requires far too conplex a thought process to be
characterized as “imediate and forthwith.”

In short, these marks may describe the cards, but they do
not describe the services. Neither “MONTANA SERI ES’ nor
“PHI LADELPHI A CARD" i mredi ately and forthwi th conveys
i nformati on about a significant characteristic or feature of
credit card services. For this reason, | would reverse the

refusal to register under Section 2(e)(1l) of the Lanham Act.



